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DETAILED ACTION 
Response to Arguments 

1. Applicant's arguments, see pages 9-13, filed 10/27/2004, with respect to the 
rejection(s)of claims 1 and 10 under 35 U.S.C, 103(a) as being unpatentable over U.S. 
Patent No. 6,532,593 to Moroney in view of U.S. Patent No. 6,732,366 to Russo; 
independent system claim 17 under 35 U.S.C. 103(a) as being unpatentable over 
Moroney in view of U.S. Patent No. 6,442,328 to Elliott; and each of the remaining 
dependent claims under 35 U.S.C. 103(a) as being unpatentable over Moroney in view 
of either Russo or Elliot have been fully considered and are persuasive. Therefore, the 
rejection has been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made regarding claims 1-20 over Barton et a! (USPN 6,233,389), and 
regarding claim 21 over Barton in view of Elliott. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-20 are rejected under 35 U.S.C. 102(e) as being anticipated by Barton 



et a! (USPN 6,233,389), cited by examiner. 
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Regarding claim 1, the claimed "method for recording a first channel included in 
the programming content while displaying a second channel on the display 
device" is met as follows: 

• The claimed step of "receiving the programming content at the set top 
box" is met by the Input Streams, which are received at the set top box 
[col. 2, lines 4-10]. 

• The claimed step of "tuning a first stream from the programming content 
with a tuner'' is met by the tuning step discussed in column 3, lines 40-49. 

• The claimed step of "demultiplexing the first stream with a transport to 
produce a first channel" is met by the disassembly step discussed in 
column 3, lines 40-49, which can disassemble the input stream to find 
programs in the multiplexed signal. 

• The claimed step of "storing the first channel on a storage medium at the 
set top box prior to decoding the first channel with a decoder coupled to a 
transport output in order to store the first channel without degrading the 
first channel, wherein the transport output can be selectively decoupled 
from the decoder" is met by the ability to record the program onto the Hard 
Disk before the program is sent to the decoder [col. 4, lines 19-22]. The 
program is therefore stored in compressed, non-degraded, MPEG form. 
The claim that the transport output can be selectively decoupled from the 
decoder is met by the system's ability to send a TV program to the Output 
Section 103 when watching real-time TV in order to decode the signal. 
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However, when a program is being viewed from the disk 105, the transport 
demuttiplexor [col. 6, lines 30-34] is not needed to connect the disk 105 to 
the Decoder and is therefore, effectively decoupled from the Output 
Section 103 [col. 3, line 66 - col. 4, line 22]. 

• The claimed step of "retrieving a second channel from the storage 
medium" is met by the ability for the Media Switch 205 to allow the user to 
view a pre-recorded program from the disk [coL 4, lines 19-22]. 

• The claimed step of "decoding the second channel with the decoder while 
storing the first channel on the storage medium" is met by the ability for 
the system to simultaneously record one program and view another 
program that has been previously recorded on the disk [col. 4, lines 19-22] 
and the fact that the output from the Media Switch (and therefore the Hard 
Disk Storage Device) is sent to the decoder 71 5 for decoding before 
output to the television viewing device [col. 6, lines 63-65]. 

• The claimed step of "displaying the second channel on the display device 
without using the tuner" is met by the fact that the user can watch "another 
program" that is being extracted off of the disk with no use of the tuner 
[col. 4, lines 19-22 & col. 7, lines 5-7]. 

Regarding claim 2, the claimed "act of tuning further comprises the act of 
demodulating the first stream" is met by the tuner, which serves to ready the Input video 
signal for use on the base band frequency within the system [col. 3, lines 40-49]. 
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Regarding claim 3, the claimed "act of tuning further comprises the act of 
demultiplexing the first stream to produce a channel" is met by the disassembly of the 
multiplexed stream to produce a program [col. 3, lines 40-49]. 

Regarding claim 4, the claimed "act of storing the first stream further comprises 
the act of storing a channel included in the first stream" is met by the ability to record 
one program, which has been extracted by the demultiplexer from the multiplexed 
stream [col. 3, lines 40-49 & col. 5, lines 19-22], 

Regarding claim 5, the claimed "act of displaying a second stream further 
comprises the act of decoding the second stream" is met by the ability for the system to 
extract a previously recorded program from the disk and send it to the MPEG decoder 
715 [col. 7, lines 5-7]. 

Regarding claim 6, the claimed "second stream comprises a channel that has 
been previously tuned by the tuner and stored on the storage medium" is met by the 
ability for the system to extract and decode a previously recorded program from the disk 
and send it to the MPEG decoder 715 [col. 7, lines 5-7]. 

Regarding claim 7, the claimed "first stream comprises a digital channel" is met 
by the television input streams in a multitude of forms (one of those forms being MPEG2 
digital streams) [col. 3, lines 30-49]. 

Regarding claim 8, the claimed "act of storing the digital channel is conducted 
without performing any digital to analog conversion on the digital channel prior to storing 
the digital channel on the storage medium" is met by the fact that no digital-to-analog 
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conversion takes place in the Barton system, and the program is stored on Disk as a 
compressed, MPEG2 stream [col. 3, lines 66 - col. 4, line 22]. 

Regarding claim 9, the claimed "programming content is received from a 
transponder on a satellite" is met by the fact that the digital streams can be received 
from DSS or DBS service providers, which utilize satellites to communicate 
programming [col. 3, lines 35-36]. 

Regarding claim 10, the claimed "method for recording a channel included in the 
plurality of channels without degrading the channel" is met as follows: 

• The claimed step of "tuning and demodulating the programming content to 
identify the plurality of channels" is met by the tuning step discussed in 
column 3, lines 40-49, which serves to ready the Input video signal for use 
on the base band frequency within the system. 

• The claimed step of "demultiplexing the plurality of channels with a 
transport to select the channel, wherein the channel is digitally encoded" is 
met by the disassembly step discussed in column 3, lines 40-49, which 
can disassemble the input stream to find programs in the multiplexed 
signal and the discussion of the transport demultiplexer, which serves to 
extract the encoded MPEG2 stream from the plurality of channels [col. 6, 
lines 30-33]. 

• The claimed step of "recording the channel on a storage medium without 
decoding the channel with a decoder coupled to a transport output such 
that the recorded channel is not degraded, wherein the transport output 
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can be selectively decoupled from the decoder" is met by the ability to 
record the program onto the Hard Disk before the program is sent to the 
decoder [col. 4, lines 19-22]. The program is therefore stored in 
compressed, non-degraded, MPEG form. The claim that the transport 
output can be selectively decoupled from the decoder is met by the 
system's ability to send a TV program to the Output Section 103 when 
watching real-time TV in order to decode the signal. However, when a 
program is being viewed from the disk 105, the transport demultiplexer 
[col. 6, lines 30-34] is not needed to connect the disk 105 to the Decoder 
and is therefore, effectively decoupled from the Output Section 103 [col. 3, 
line 66 - col. 4, line 22]. 

• The claimed step of "retrieving a previously recorded channel" is met by 
the ability for the Media Switch 205 to allow the user to view a pre- 
recorded program from the disk [col. 4, lines 19-22]. 

• The claimed step of "decoding the previously recorded channel while 
recording the channel on the storage medium" is met by the ability for the 
system to simultaneously record one program and view another program 
that has been previously recorded on the disk [col. 4, lines 19-22] and the 
fact that the output from the Media Switch (and therefore the Hard Disk 
Storage Device) is sent to the decoder 715 for decoding before output to 
the television viewing device [col. 6, lines 63-65]. 
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Regarding claim 1 1 , the claimed "act of tuning and demodulating further 
comprises the act of selecting, by a user, the channel to be recorded" is met by the 
inherent channel selection and recording by the user through the discussion of the 
control that the user has over the system [col. 3, lines 18-29]. 

Regarding claim 12, the claimed "channel is compressed" is met by the MPEG2 
compressed video channel that is received at the Input Section and consequently used 
throughout the system [col. 3, lines 30-49]. 

Regarding claim 13, the claimed "act of recording the channel further comprises 
the act of simultaneously displaying the channel on a display device" is met by the 
system's ability to simultaneously display the channel and record the channel to the 
storage device [col. 3, line 66 - col. 4, line 2]. 

Regarding claim 14, the claimed "act of displaying the channel further comprises 
the act of decoding the channel with a decoder, wherein the decoder produces video 
output and audio outputs" is met by the Media Switch's ability to retrieve a channel from 
the Input Section or the Hard Disk and consequently decode and display the channel 
[col. 6, line 63 - col. 7, line 7]. 

Regarding claim 15, the claimed steps of "decoding a second channel already 
recorded on the storage medium while the channel is recording on the storage medium" 
and "displaying the second channel, wherein the second channel is not tuned by the 
system when the second channel is displayed" are met by the ability for the system to 
extract a previously recorded program from the disk and send it to the MPEG decoder 
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715 [col. 7, lines 5-7] without the need for the tuner, since the tuner is being used to 
record a current program [col. 4, lines 19-22]. 

Regarding claim 16, the claimed "programming content is tuned and 
demodulated in a set top box having a tuner and a demodulator, wherein the 
programming content is received from a transponder of a satellite" is met by the Input 
Section (which inherently, through the teaching in column 3, lines 30-49, has a tuner 
and demodulator [see above]) and the fact that the digital streams can be received from 
DSS or DBS service providers, which utilize satellites to communicate programming 
[col. 3, lines 35-36]. 

Regarding claim 17, the claimed "device for recording a selected channel 
included in the programming content without degrading the selected channel" is met as 
follows: 

• The claimed "tuner that tunes the programming content to a plurality of 
channels included in the programming content" is met by the tuning step 
discussed in column 3, lines 40-49, which serves to ready the Input video 
signal for use on the base band frequency within the system. 

• The claimed "demodulator that demodulates the plurality of channels 
tuned by the tuner" is met by the same tuning step discussed in column 3, 
lines 40-49, which serves to ready the Input video signal for use on the 
base band frequency within the system. 

• The claimed "transport, wherein the transport receives the plurality of 
channels demodulated by the demodulator and demultiplexes the plurality 
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of channels to produce the selected channel at a transport output that is 
connected to a decoder, wherein the transport output can be selectively 
decoupled from the decoder" is met by the MPEG2 Transport 
Demultiplexer [col. 6, lines 30-33]. The decoder is met by the MPEG2 
decoder 715 [col. 6, lines 63-65]. The claim that the transport output can 
be selectively decoupled from the decoder is met by the system's ability to 
send a TV program to the Output Section 1 03 when watching real-time TV 
in order to decode the signal. However, when a program is being viewed 
from the disk 105, the transport demultiplexer [col. 6, lines 30-34] is not 
needed to connect the disk 105 to the Decoder and is therefore, effectively 
decoupled from the Output Section 103 [col. 3, line 66 - col. 4, line 22]. 
• The claimed "storage medium for receiving and recording the selected 
channel when the transport is decoupled from the decoder such that the 
selected channel is recorded on the storage medium without degrading 
the selected channel" is met by the ability to record the program onto the 
Hard Disk 1 05 before the program is sent to the decoder [col. 4, lines 1 9- 
22]. The program is therefore stored in compressed, non-degraded, 
MPEG form. 

Regarding claim 1 8, the claimed "selected channel being recorded is included in 
the plurality of channels tuned by the tuner" is met by ability for the system to record a 
currently tuned program [col. 4, lines 19-22]. 
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Regarding claim 19, the claimed "decoder is connected to the storage medium 
such that a recorded channel may be decoded and displayed on a display device while 
the selected channel is recorded on the storage medium" is met by the ability for the 
system to extract and decode a previously recorded program from the disk and send it 
to the MPEG decoder 715 [col. 7, lines 5-7], while at the same time recording a 
currently tuned program to the storage disk [col. 4, lines 19-22]. 

Regarding claim 20, the claimed "transport simultaneously directs the selected 
channel to both the storage medium and the decoder" is met by the system's ability to 
simultaneously display the channel and record the channel to the storage device [col. 3, 
line 66 - col. 4, line 2]. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 21 is rejected under 35 U.S.C. 103(a) as being unpatentable over Barton 
et al (USPN 6,233,389), cited by examiner, in view of Elliott (USPN 6,442,328), 
previously cited by examiner. 

Regarding claim 21 , the Barton reference discloses all of that which is discussed 
above with regards to claim 17. The Barton reference does not expressly disclose a 
"conditional access system determining whether the device may display the selected 
channel". Elliott discloses a conditional access module114 [Fig. 2] for use in 
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determining whether the device may display the selected channel. At the time of the 
invention it would have been obvious to one of ordinary skill in the art to utilize the 
conditional access module taught by Elliott, in order to deny/allow use of certain special 
and pre-authorized channels by the user. 

Claim Rejections - 35 USC §112 

6. Claims 5 and 6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

7. Claim 5 recites the limitation "a second stream" in lines 1 and 2. There is 
insufficient antecedent basis for this limitation in the claim. 

8. Claim 6 recites the limitation "the second stream" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael R. Shannon whose telephone number is (571) 
272-7356. The examiner can normally be reached Monday through Friday 8:00 AM - 
5:00PM, with alternate Friday's off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller, can be reached at (571) 272-7353. 
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Any response to this action should be mailed to: 

Please address mail to be delivered by the United States Postal Service (USPS) 
as follovi^s: 

Mail Stop 

Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 2231 3-1 450 

Effective January 14, 2005, except correspondence for Maintenance Fee 

payments. Deposit Account Replenisliments (see 1.25(c)(4)), and Licensing and 

Review (see 37 CFR 5.1(c) and 5.2(c)), please address correspondence to be delivered 

by other delivery services (Federal Express (Fed Ex), UPS, DHL, Laser, Action, 

Purolater, etc.) as follows: 



United States Patent and Trademark Office 
Customer Service Window 
Randolph Building 
401 Dulany Street 
Alexandria, VA 22314 

Some correspondence may be submitted electronically. See the Office's Internet 
Web site http://www.uspto.gov for additional information. 

Or faxed to: (703)872-9306 



Hand-delivered responses should be brought to: 

Knox Building 
501 Dulany Street 
Alexandria, VA 22314 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to customer service whose telephone number Is (571) 
272-2600 



Michael R Shannon 
March 29, 2005 



Michael R Shannon 

Examiner 

Art Unit 2614 




/ JOHN MILLER 
SUPERVISORY PATEHT EXAMINER 
TFCHN0L06Y CENTER 2600 



